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Docket No. 4126-4012 > 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE S 

Applicant(s): Kinehartct al. qj 

Group Arl IJnil: 1614 ^ 

Serial No.: 10/693,174 

lixamincr: Cook, Rebecca o 

Filed: October 23. 2003 Q 

For: COMPOSITIONS AND MHTI lODS COMPRJSINU LONO-CHAIN, STRAlGHT- 

CIJAIN 2-AMINO-3-IIYDROXYAL1CANCS 

REQUEST TO RECONSIDER THE 

PETITION FOR PRIORITY CLAIM UNDER 37 C.F.R, 6 1.78faM6> 

Mail Slop Petition 
Commisisioner for Patents 
P.O. Box 1450 
Alexandria, V A 223 1 3- 1 450 

l o the Petitions Otlict;: 

In response lo the Decision on Peiiiion Under 37 CFR I. 7fS(a)f6} dated February 9, 2006, 
Applicants hereby request reconsideration ol'lhe dismissal of rlie petition. 

The facts of tlie request for priority claim are set fortla in ihe original petition dated 
November 1 8, 2005. I he petition was dismissed on Fcbmary 9^ 2006 on the basis that it failed to 
comply with the requirement that it be accompanied by: 

(I) rhc reference required by 35 U.S.C. § 1 19(e) and 37 CFR 1.78(a)(5Ki) 
to the prior-filed application, unless previously submitted; 

I ho Decision on Faliiion Under 37 CFR 1. 78(a) (6) indicates tliat before the petition 
under 37 CFR 1 .78(a)(6) can be granted, a substiturc amendment deleting the incorporation by 
reference of the priorily provisional applications and providing the filing date for provisional 
application 60/043,599 is required (see page 2, lines 15-17 of the DecisSion on Petition Under 37 
CFR lJ8(a)(6)). 

Applicanis ihank Krances Hicks of the Peutions Branch and Joni Chang of the Office of 
Patent Legal Administration for ihc couitcsy of telephone interviews with respect to 
ineorpordlion by reference, and for their helpful suggestions Ici^uling Lo the amendment submitted 
herewith. 
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Applicani5> file concurrenlly wiih this paper an iunendment to the specification adding the ff| 
filing dale of provisional application 60/043,599, and amending the phj^isc "the disclosure of CO 
which is hereby incorporated herein by reference" which was present in the specification as filed 
to clarify that the incorporation by reference refcrii to application serial numbcns 09/058,456, ]^ 
60/043,326, and 60/043,599. Applicanis note that the first paragraph ol'ihe specification of the 
present application as originally filed was as follows: 

This application is a continuation-in-part of copending 
application Serial No. 09/058,456, filed April 10, 1998, the 
disclosure of which is hereby incorporated herein by reference. 

Support for the incorporalion by reference ol' application serial number 09/058,456 is found in 
the specification as originally filed. Therefore, the amendment clarifying the incorporation by 
reference of 09/058,456 is not new matter. In addition, Applicanis note thai ihc lirsl paragraph of 
application .serial number 09/058,456 incorporates by reference the provisional applications 
60/043,326 and 60/043,599. Therefore, Applicants request reconsideration of the dismissal of the 
petition dated November 1 8, 2005. 

The application received a Noiicc ofAI/owance on February 16, 2006. 

Applicanis believe that the PefUion for Priority Claim Under 37 C,h\R, § J, 7fi(o)(6) 
submitted on November 18, 2005 entitles them lo this requt\st for consideration. However, in ihe 
event that an additional petition fee is required for this request for reconsideration, the 
Commissioner is hereby authorized to charge any fees with may be required by this paper to 
Deposit Account No. 13-4500, Order No. 4126-4012. 

H The Commissioner is hereby authorized to charge any fees which may be required by 
this paper, or credit any ovei"payment to Deposit Account No. 13"4500 . Order No, 
4126-4012 . A duplicalL* copy ol'lhis sheet is aUached. 

Re.sjiectfuijy submitted, 
MORGAN & FINNEGAN, L.T..P. 



Dated: March 2, 2006 By: 



Correspondence Address : 

MORGAN & FTNNKGAN, 1,.L.F. 
3 World Financial Center 
New York. NY 10281-2101 
(212)415-8700 Telephone 
(212)415-8701 Facsimile 
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Applicants file conciirrcnlly with this paper aa aincndmeul to the specification adding ihe 
filing daic of provisional application 60/04.1.599. and amending the phrase "ihe dijsclosurc of 
which is hereby incorporated herein by reference" which was prescni in the specification as filed 
to clarify that the incorporation by reference refers to application serial numbers 09/0,58,456, 
60/043,326, and 60/043,599. Applicants note that the first paragraph of the spccificaiion ofllie 
present application as originally filed was as follows: 



Support for the incoriioration by reference of application serial number 09/058.456 is found in 
ihc speciticaii(^n as originally filed. Therefore, the amendment clarifying ihe mcorporation by 
reference of 09/058,456 in not new mailer. In addition, Applicants note that the tlrsi paragraph of 
apphcaiion serial number 09/058,456 incorporates by reference the provisional applications 
60/043,326 and 60/043,599. Therefore, Applicants request reconsideration of the di.smissal of the 
petition dated November 1 8, 2005. 

The application received a Nadce of Allowance on February 16, 2006. 

Applicants believe that the Petilwnfnr Priority Claim Under 37 C.F.R. (( 1. 78(a)(6) 
submitted on November 18, 2005 entitles them to this request for consideration. However, in (he 
event that an additional petition fee is required for this request for reconsideration, ihc 
Commissioner is hereby authorized to charge any fees vwlh may be required by this paper to 
Deposh Account No. 13-4500, Order No. 4126-4012. 

E] The Commissioner is hereby authorized to charge any fees which may be required by 
this paper, or credit any overpayment to Deposit Account No. 13-4500 Order No. 
4126-401:;. A duplicate copy of this sheet is attached. 



Correspondence Address : 

MORGAN & FINNEGAN, L.L.P. 
3 Worid Financial Center 
New York, NY 1 028 1 -2 1 0 1 
(212)415-8700 Telephone 
(212) 415-8701 bacsiinile 



Thi.s application is a continuation-in-part of copending 
application Serial No. 09/058,456, filed April 10. 1998, the 
disclosure of which is hereby incorporated herein by reference. 



Respectfully submitted. 
iMORGAN & FINNEGAN, L.L.P. 



Dated: March 2, 2006 



Dy: 
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